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Dear copyright modernisation consultation team,
COPYRIGHT MODERNISATION CONSULTATION - CONTRACTING OUT OF COPYRIGHT EXCEPTIONS
Thank you very much for the opportunity to provide a submission on reforms options for the Copyright Act
1968. I am an Australian academic living abroad, with research interests in the relationship between
copyright exceptions and inconsistent contractual provisions. My submission, therefore, focuses on
questions 3 and 4 of your consultation paper.
Noting that the 1 May 2018 Roundtable on contracting out summary made reference to recent related
changes in UK law, my comments aim to provide context on legislative developments in the UK. Recent
legislative proposals at the EU level may also be of interest to the consultation team. Australian law in this
area has historically drawn from relevant EU directives – for instance, the section 47H contractual override
provision of the Copyright Act 1968 was heavily influenced by the EU Computer Programs Directive.1 The
European Commission is currently pursuing a project of modernising European copyright rules, and their
proposed ‘Directive on Copyright in the Digital Single Market’ contains a number of new exceptions which
include explicit provisions on the relationship between exceptions and contract.
To aid the consultation team I attach my publication on the UK amendments (Aronsson-Storrier, A. (2016).
Copyright exceptions and contract in the UK: the impact of recent amendments, Queen Mary Journal of
Intellectual Property, 6(1), 111-123.). The licence to publish I entered into with the publisher restricts
republication, and I would be grateful if the attached final published version of the article was not made
available online with this submission. That said, please note that a pre-publication version of the article is
freely available to the public via the Social Science Research Network (available at
https://ssrn.com/abstract=2732025).

1

See paragraph 10.106 of the Copyright Law Review Committee Report on Computer Software Protection (1994), discussing the (then)

Article 9 of the EC Directive on Computer Programs (Directive 91/250/EEC). That EU Computer Program Directive has subsequently been
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1. Lessons from the UK’s recent amendments
1.1. In 2014 the UK government introduced new and amended copyright exceptions, including new fair
dealing exceptions permitting parody (section 30A) and text and data mining (section 29A). These
new exceptions include a provision that states ‘[t]o the extent that a term of a contract purports to
prevent or restrict the making of a copy which, by virtue of this section, would not infringe
copyright, that term is unenforceable’. Some of the other exceptions amended in 2014, however,
are silent in relation to inconsistent contractual provisions while some amended exceptions
include provisions which mediate a more complex relationship between copyright exceptions and
contract.
1.2. The legislative reform process leading to the amendments to the Copyright, Designs and Patents
Act 1988 (UK) is detailed on pages 113 – 116 of my attached article. The article also examined the
UK government’s rationale for the changes (pages 117 - 118), being to increase certainty for users
(who could rely on statutory exceptions, rather than consulting each copyright licence) and to
prevent rights holders from acting in a way which undermines the benefit of the exceptions to
society.
1.3. Aspects of the UK’s reform process were unsatisfactory. Core public interest copyright exceptions
(fair dealing for criticism and review and reporting current events) escaped legislative review and
remain vulnerable to contractual override. This despite wide acceptance that news reporting and
criticism and review have greater social importance and human right relevance than many of the
new mandatory exceptions introduced in 2014.2 This outcome was contrary to the
recommendations of the government-commissioned Hargreaves Report that provided the impetus
for the 2014 amendments, which argued: ‘[t]he Government should change the law to make it clear
no exception to copyright can be overridden by contract’.3 While the Government initially accepted
this recommendation and proposed revising to the CDPA to make all exceptions mandatory,4 after
consultation it concluded that such a blanket approach was not permitted under EU copyright
rules.5 As a consequence, the government only gave consideration to the relationship between
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copyright exceptions and contract for the new exceptions introduced in 2014, rather than the
preferable approach of revising all copyright exceptions which pre-existed in the CDPA.
1.4. As Australia is not bound by the same EU copyright directives as the United Kingdom we have the
possibility of following the recommendation of the UK Hargreaves review and preventing the
contractual override of any copyright exceptions. Such an approach was recommended by the
Productivity Commission,6 while the ALRC instead recommended an approach of amending the
Copyright Act to expressly limit contracting out in relation to certain enumerated exceptions
(although such proposed amendment would be without prejudice to the interpretation of other
existing exceptions, leaving open the possibility that other exceptions within the Act may also not
be capable of being set aside by contract by the operation of existing principles of law).7 An
approach of restricting contracting out of all exceptions would have the advantage of increasing
certainty for users, and also avoids the complexity of determining which exceptions are justified as
serving important public interests or being fundamental to the copyright balance in contrast to
those exceptions which might be said to merely remedy a market failure.
1.5. In my view, the strongest counterargument to preventing the contractual override of all copyright
exceptions was made in 2002 by Professor David Lindsay in ‘The law and economics of copyright,
contract and mass market licences’.8 His research paper, commissioned by the Centre for
Copyright Studies, drew on the work of academic Wendy Gordon9 to outline an economic analysis
of copyright law, including the role of uncompensated use exceptions. Professor Lindsay argued
that ‘that prohibitions on contracting around the limits of copyright protection are generally
undesirable’10 on the basis of economic efficiency-based advantages of private market-based
arrangements. Professor Lindsay did however accept that mandatory exceptions might be
desirable in limited circumstances:
‘if it is accepted that the principal objective of copyright policy is to ensure an efficient level of
creation of copyright material, then to minimise market distortions, any non-economic objectives
must be clearly specified and exceptions directed at achieving such objectives narrowly targeted.

Insofar as non-economic objectives are clearly identified and exceptions are restricted to
those necessary to promote such objectives, there may be a case for making the exceptions
mandatory. Nevertheless, given that the precise policy objectives of ‘uncompensated use’
exceptions under Australian law, such as the defences of fair dealing, have never been
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clearly identified, it would, at present, be premature to prevent parties entering
agreements that override the current exceptions.’11
1.6. Professor Lindsay’s efficiency and transaction cost analysis is powerful and, in my view, should be
considered carefully before contractual freedom is limited in connection with exceptions. That
being said, I would depart from aspects of his analysis on the efficiency of contract and property12 while voluntary contractual exchange may be efficient and value-maximising for rivalrous physical
property, I am not convinced that voluntary contractual exchange is necessarily socially efficient
where the good is a non-rivalrous work of expression.13 I personally therefore have less faith in the
ability of private market-based arrangements to result in socially optimal incentives for the
creation of expression and the efficient level of creation of copyright material and would be more
willing to support copyright exceptions which were resistant to contractual override.
1.7. In the UK, insufficient attention also seems to have been given to the consistency in the legislative
drafting of the contractual override provisions. Prior to the amendments, the CDPA provided that
contractual terms restricting computer programme exceptions were ‘void’,14 but the new
exceptions introduced in 2014 instead provide that restrictive contractual terms are
‘unenforceable’. Little attention was given to this drafting choice (as discussed in my article on
pages 120 to 122). The UK Intellectual Property Office suggested that there was a meaningful
difference between a term being ‘void’ versus ‘unenforceable’15 and Viscount Younger of Leckie,
the Parliamentary Under-Secretary of State, Department for Business, Innovation and Skills,
similarly explained to the House of Lords Grand Committee that a court’s approach to void and
unenforceable terms was ‘slightly different’ and that ‘rendering the term void would be a
disproportionate measure in many cases’.16 No clarity has however been forthcoming from the
Government as to the legal distinction between a term of a contract being void and a term being
unenforceable.
1.8. In the Australian copyright context Carter, Peden and Stammer have written on distinctions
between a term being unenforceable; void; or void and illegal.17 Their paper discusses the impact
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of a term of a contract being ineffective (as either unenforceable, void or void and illegal), and their
analysis suggests that s 47H of the Australian Act renders inconsistent contractual terms void or
unenforceable, but not illegal; and thus usually subject to severance. The authors provide a
detailed analysis of the provision in s 47H that means certain contractual terms ‘has no effect’, and
their analysis provides helpful clarity in an area of law often considered complex.18 That being
said, parts of their analysis proceed on the unsafe basis that the Australian Copyright Act and fair
dealing defences confer ‘a wide variety of rights on the users of works which are the subject of
copyright’.19 While the Canadian Courts have explicitly recognised fair dealing defences as users
rights,20 this is not an approach adopted by Australia or in other fair dealing jurisdictions.21 Some
conceptual clarity here might be provided by the work of theorist Wesley Hohfeld who developed
a framework of legal relationships, being made up of sets of interrelated sets or rights and duties;
privileges and no-rights; powers and liabilities; and immunities and disabilities.22 Following
Hohfeld’s framework, it would not be possible to describe copyright exceptions as users rights
unless one could identify with precision the scope of the correlative duty placed on copyright
owners in connection to the exercise of the exception.23 Conceptualising any such duty is difficult,
in circumstances where law leaves copyright owners with the freedom to withhold a work from
publication,24 limit the formats in which the work is released, or impose an unaffordable price to
obtain a copy of a work such that the user may be unable to access or make a fair dealing use of the
work.
2. Interaction of contractual override provisions and effective technological measures – the approach in
the UK
2.1. The roundtable on contracting out summary notes concerns from participants about the
relationship between contracting out and the enforceability of technological protection measures.
Here the (arguably failed) approach in the UK may be instructive to Australian policymakers,
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subject to the caution that Australian policymakers may have more limited legislative flexibility
than their British counterparts due to the provisions of the Australia-US Free Trade Agreement.25
2.2. In the United Kingdom a process exists, designed to allow users to benefit from a copyright
exception where rightsholders have applied a technological protection measure.26 This process
implements the obligation set out in Article 6 (4) of the EU Information Society Directive (which
requires the Member States to ensure that rightholders make available a way of utilising copyright
exceptions in relation to works protected by technological measures where the potential
beneficiary of the exception has legal access to the protected work).27
2.3. Where a technological measure restricts a users’ exercise of certain copyright exceptions (defined
as a ‘permitted act’), the user may issue a notice of complaint to the Secretary of State. The
Secretary of State is then empowered28 to give directions to the copyright owner to make available
to the user the means of carrying out the permitted act (for instance, by providing a version of the
work unprotected by the technological protection measure).29 The section came into force in 2003
and was criticised in the 2006 UK Gowers Review of Intellectual Property.30 Subsequent Freedom
of Information requests suggest that the section and notification procedure has never successfully
been invoked.31 An illustrative example of the practical difficulties associated with recourse to the
notification procedure is described by Dr Yin Harn Lee on the ‘1709 blog’, where she discusses the
challenges she faced attempting to exercise the then operative UK private copying exception to
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copy an episode of the ‘Sleepy Hollow’ television series from DVD onto a USB drive.32
2.4. Despite the fact that the UK Secretary of State has not made a direction under this provision, the
existence of a process may have provided users with indirect access to works protected by
technological protection measures. Before making any direction, the Secretary of State requires
users to attempt to reach a solution with the rightholder (and to provide the Secretary with copies
of the relevant correspondence when requesting a direction).33
2.5. It may be the case that users are successfully negotiating access to works protected by
technological measures directly with the rightsholders, with the users’ negotiating position
strengthened by the existence of section 296ZE and the prospect of a direction if negotiations were
unsuccessful. If that hypothetical were to be the case then the legislation would be operating as
intended and would be a useful model for Australia.
2.6. An argument might be made that adopting a similar mechanism to the UK’s approach is not
precluded by the technological protection measure provisions in Article 17 of the Australia-US
Free Trade agreement. Under the UK process neither the user nor the Secretary of State
circumvents an effective technological measure in order to exercise an exception – instead, the
copyright owner is directed to make the work available to that particular user in a manner which
permits them to exercise an exception. As a result, an argument could be made that under the
process there would not be circumvention within the meaning of the Australia-US free trade
agreement or section 116AN of the Australian Copyright Act 1968.
3. Position in EU relating to contracting out
3.1. Currently, the most significant EU Directive relating to copyright exceptions is the Information
Society Directive,34 adopted in 2001. This Directive implements the WIPO Copyright Treaty,35
harmonises the reproduction and communication to the public rights,36 provides protection to
Technological Measures and Rights-Management Information37 and provides a list of copyright
exceptions to which member states are limited when designing their domestic law.38
3.2. The Directive does not set out mandatory rules in relation to the relationship between contract
and copyright, stating in Recital 45 that the list of exceptions should not ‘prevent the definition of
contractual relations designed to ensure fair compensation for the rightholders insofar as
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permitted by national law’. Academics have argued therefore that the Directive permits the
possibility of contractual override of copyright exceptions,39 subject to specific rules included
within the domestic law of individual member states.40 Few EU member states have explicitly
addressed the relationship between copyright exceptions and contract in their national laws, with
copyright legislation in the UK, Ireland, Portugal and Belgium providing for at least some copyright
exceptions which cannot be set aside by contract.41
3.3. Other EU directives relating to intellectual property have however explicitly addressed the
relationship between exceptions and contract. The 1991 Computer Program Directive
(subsequently repealed and replaced in 2009)42 requires member states to protect computer
programmes by copyright, as literary works.43 The Computer Program Directive included
exceptions permitting the creation of backup copies of a programme, the privilege to observe,
study or test the functioning of the program, and decompilation which could not be excluded by
contract.44 Similarly, the 1996 Database Directive45 included exceptions which could not be set
aside by contract.46
3.4. The relationship between copyright exceptions and contract has received relatively limited judicial
attention at the EU level. The ECJ cases of Ryanair Ltd v PR Aviation BV (Case C-30/14) and
Verwertungsgesellschaft Wort (VG Wort) v Kyocera and others (case 457/11)47 do however provide
some guidance, and also raise issues that Australian policymakers may wish to address in the
drafting of any contractual override provision. The result in the Ryanair case in particular draws

39
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attention to whether legislative contractual override provisions (in that case relating to databases)
are effective where the underlying work is outside the scope of the relevant Directive.48 In other
words, if a work were to lack sufficient originality to be protected under the Australian Copyright
Act, would there then be greater scope for the creator of that work use contract to restrict the
availability of copyright exceptions such as criticism and review or parody?
4. Current reforms within the EU
4.1. In 2015 the European Commission launched the Digital Single Market Strategy49 which included
the aim of further harmonizing the copyright regime of the EU Member States and increasing legal
certainty.50 As an element of that strategy, the European Commission and Parliament are currently
considering the ‘Copyright in the Digital Single Market’ legislative proposal.51 Aspects of this
proposal have been controversial, including the proposed Article 11 exclusive right for press
publishers and the proposed Article 13 liability regime for online intermediaries.52 The proposals
do however also include new mandatory copyright exceptions and include provisions relating to
contractual override of those exceptions. The proposal has not yet been adopted and it will next be
considered by the European Parliament on 5 July 2018.53
4.2. While comparatively little attention has been given to the contractual override provisions in the
new proposal, they do provide an insight into trends in the EU around copyright exceptions. The
current draft of the proposal introduces a text and data mining exception (Article 3.1), a crossborder teaching exception (Art 4.1) and an exception for the preservation of cultural heritage (Art
5). The proposal provides that ‘Any contractual provision contrary to the exceptions provided for
in Articles 3, 4(1) and 5 shall be unenforceable’. Examined more carefully however the proposal
provides weak protection against contractual override – the text and data mining exception
applies only where the research organisation has ‘lawful access’ to the work, the teaching

48
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exception permits a member state to provide that the exception does not apply ‘to the extent that
licences covering the needs of educational establishments … are easily available in the market’ and
the cultural preservation exception applies only where the cultural heritage institution has the
relevant work ‘permanently in their collection’. Overall however the proposal does indicate that
EU lawmakers are conscious of the risk of contractual override of exceptions and that there is a
broad political consensus that exceptions should be protected against such override.
4.3. It is interesting to note that the current draft of the proposal makes inconsistent contractual
provisions unenforceable, as this contrasts with language used in the Software and Database
Directives (which make contractual provisions ‘null and void’) and the language used in the
Directive implementing the Marrakesh Treaty, which provides that an exception ‘cannot be
overridden by contract’. There have been no public statements from the EU bodies justifying the
rationale for the differences in drafting language, and the approach shows parallels to the
inconsistent domestic approach adopted in 2014 in the UK, discussed above in section 1.7.
Similarly, it is interesting to note that the EU Commission and Parliament have not revisited the
existing exceptions in the Information Society Directive, which means that core public interest
exceptions are at greater risk of contractual override than the new, arguably less important,
exceptions introduced in this recent proposal. This also parallels the oversight in the UK domestic
law reform, discussed above in section 1.3.
Thank you once again for the opportunity to provide this submission. Please do not hesitate to contact me
if you require any further information about any aspect of my submission.

Best wishes,

Adrian Aronsson-Storrier
Lecturer in Law
School of Law, University of Reading
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